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7.1. Introduction

7.1.1. What is Infringement?

Al though the terms f@AinfringeoPatent Actlitheyfarei nge me
nowhere defined.

The case | aw defines i nfr i ngnmtleerdul enpyneniciny act
the monopoly gr an t?edanyt astivity tha depriaes ¢ha nemtad, in

WhoLe or in part, directly or indirectly, of full enjoyment of the monopoly conferred by

law.

The exclusive right granted to a patent owner is set out in section 42 of the Patent Act,
which reads as follows:

NnEvery patent granted wunder this Act shall
of the invention, with a reference to the specification, and shall,

subject to this Act, grant to the patentee andthe pat ent eeb6s | egal
representatives for the term of the patent, from the granting of the

patent, the exclusive right, privilege and liberty of making,

constructing and using the invention and selling it to others

to be used, subject to adjudication in respect thereof before any

court of competent jurisdiction. o (emphasi s

It is the invention, as claimed, which defines the scope of the monopoly.* As set out in
Chapter 6 T Claim Construction, the claims are to be construed prior to determining
infringement by determining what terms or phrases in the claims are essential, and
which are non-essential.

The essential and non-essential features of the claim are then compared to the
allegedly infringing device or method. There is infringement if the essential elements
are included in the defendantés product or me

'R.S.C. 1985, c. P-4, as amended.

? Monsanto Canada Inc. v. Schmeiser, [2004] 1 S.C.R. 902 atpar a. 34, quoting H. G. F o x
Law and Practice Relating to Letters Pat ehishmanae.r Il nven
Erom Roche Inc. (1996), 68 C.P.R. (3d) 72 (F.C.T.D.) at p. 77. See also Beloit Canada Ltd. v. Valmet-

Dominion Inc. (1997), 73 C.P.R. (3d) 321, [1997] F.C.J. No. 486 (F.C.A.) at p. 334, per Isaac C.J., Stone

and Desjardins JJ.A.

® Monsanto Canada Inc. v. Schmeiser [2004] 1 S.C.R. 902 at para. 35.

* Free World Trust v. Electro Santé Inc., [ 2000] 2 S. C.R. 1024 at para. 31.
Principles of Claim Construction in Free Worldo, section 6.5 of chapter 6 (Clainm

® Whirlpool Corp. v. Camco Inc.,[2000] 2 S. C. R. 1067 at para. 43. See al
of the Courto, section 6.4 of chapter 6 (Claim Constr u:d


http://ql.quicklaw.com/servlet/qlwbic.qlwbi?qlsid=C1XAotWVTnhWaAmb&qlcid=00003&qlvrb=hfind&REQUEST=FIND&CITE=73+C.P.R.+(3d)+321&submit.x=75&submit.y=8
http://ql.quicklaw.com/servlet/qlwbic.qlwbi?qlsid=C1XAotWVTnhWaAmb&qlcid=00003&qlvrb=hfind&REQUEST=FIND&CITE=%5b1997%5d+F.C.J.+No.+486+&submit.x=59&submit.y=10
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AiThe interpretative task of the court i n

separate the one from the other, to distinguish the essential from

the inessential, and to givethet o the dfield
|l egal protection to which th% holder of a v

A purposive construction may expand or limit the literal text of a claim, as Hayhurst’
points out in words that anticipated the trial judgment in Whirlpool:

APurposi ve cnaynshadwr that something that might
literally be within the scope of the claim was not intended to be
covered, so that therdé can be no i nfringeme

For example, in Whirlpool, Justice Binnie construed a prior art patent containing a claim
for a general element ("vanes"), in context, as being limited to "rigid vanes" and not
including "flexible vanes".® Thus a term that otherwise might have been construed
broadly (and included both rigid and flexible vanes), was construed narrowly (to mean
o n |rigid vidnes").

There is no infringement if an essential element is different or omitted. There may still
be infringement if non-essential elements are substituted or omitted.°

The exclusive rights of a patent last only during the term of the patent. For example, the
manufacture of an article during the term of a patent is an infringement, but the use or
sale of that article after the monopoly comes to an end is not.**

7.1.2. Territorial limitations

The exclusive rights conferred by a Canadian patent are limited territorially to Canada
and therefore, generally speaking, infringing acts must occur within Canada. A person

® Free World Trust v. Electro Santé Inc. et al., (2001) 9 C.P.R. (4th) 168 (S.C.C. per Binnie, J.), para. 15.

"HayhuFtse Art of Cl ai mi ng aPatent Bve af Canadg (1994), @ditedibym®.F. i n
Henderson, Q.C., at p 194.

® Whirlpool Corp. v. Camco Inc. (2001) 9 C.P.R. (4th) 129 (S.C.C. per Binnie, J.) at p. 151, para. 49(h)

qguoting Hayhurst; AiThe Art of CIl ai minrPgtentLavwdof Garadad(1984Y, edded Byl ai mo
G.F. Henderson, Q.C., at p. 194. See also Hitchman and MacOdrum, "Don't Fence Me In: Infringement in
Substance in Patent Actions" (1990), 7 C.I.P.R. 167, at p. 202.

o Whirlpool Corp. v. Camco Inc. (2001) 9 C.P.R. (4th) 129 (S.C.C. per Binnie, J.) at p. 154, para. 54.

1% Free World Trust v. Electro Santé Inc. et al., (2001) 9 C.P.R. (4th) 168 (S.C.C. per Binnie, J.), para.
31(f).

' Mastini v. Bell Telephone Co. of Canada (1971), 1 C.P.R. (2d) 1, 8 D.L.R. (3d) 215 (Ex. Ct.), per
Jackett P. It should be noted that the manufacture in question in this case occurred more than six years
prior to the institution of the action and was therefore prescribed.



http://www.jurisdiction.com/whirlpool.htm#49(h)
http://ql.quicklaw.com/servlet/qlwbic.qlwbi?qlsid=C1XAotWVTnhWaAmb&qlcid=00003&qlvrb=hfind&REQUEST=FIND&CITE=1+C.P.R.+(2d)+1&submit.x=75&submit.y=15

7-3

who makes, constructs, uses or sells the invention beyond Canada commits no breach
of a Canadian patent.*?

A Canadian vehicle infringing a Canadian patented invention, outside of Canadian
territory wil/ not be |l iabl e for i nfringeme
Canadian territory. It is important to note that Canadian ships do not qualify as

Canadian territory for the purposes of the Patent Act. However, the Act still recognizes

Canadian territorial waters as Canadian territory.

nl't was not proved to my satisfaction that
Patent relates was ever used by the Defendants within the three-

mile limit and, even if it was used without the three-mile limit,

which | cannot take to have been proved, | am precluded by

Newall v. Elliott (10 Jurist, New Series, page 954) from holding

such user to be®an infringement.d

The construction of a combination patent abroad is not an infringement, and cannot
consequently trigger a domestic contributory infringement.**

Where delivery or possession of allegedly infringing goods takes place outside of
Canada (even if promotional activities and offers for sale take place in Canada), but no
contract for sale of the goods has taken place in Canada, there is no infringement by
selling the invention.™

7.1.2.1. The U.S. perspective

U.S. law on the territoriality of patents is different from that of Canada. U.S. patent law
prohibits the supply from the U.S. of:

1. Aall or a substanti al portion of the <co
such a manner as to actively induce the combination of such components outside
the United States in a manner that woul d i

12 Beloit Canada Ltd. v. Valmet-Dominion Inc. (1997), 73 C.P.R. (3d) 321, [1997] F.C.J. No. 486 (F.C.A)
at p. 335, per Isaac C.J., Stone and Desjardins JJ.A.; and Dole Refrigerating Products Ltd. v. Canadian
Ice Machine Co. (1957), 28 C.P.R. 32, 17 Fox Pat. C. 125 (Ex. Ct.), per Thurlow J.; V.D. Ltd. v. Boston
Deep Sea Fishing & Ice. Co. (1934), 52 R.P.C. 303 (C.A.) per Clauson, J. at 331.

3 v.D. Ltd. v. Boston Deep Sea Fishing & Ice. Co. (1934), 52 R.P.C. 303 (C.A. per Clauson, J.) at 331.

!4 Beloit Canada Ltd. v. Valmet-Dominion Inc. (1997), 73 C.P.R. (3d) 321, [1997] F.C.J. No. 486 (F.C.A))
at p. 336, per Isaac C.J., Stone and Desjardins JJ.A.; varying (1993), 47 C.P.R. (3d) 448.

> pomco Industries Ltd. v. Mannington Mills, Inc. (1990), 29 C.P.R. (3d) 481 (F.C.A)) at p. 496. The
relevant statutory provision at the time referred to
at p. 490 that there is no difference between these two terms. The Domco decision turned on a finding of

fact that all sales were made f.0.b. New Jersey and therefore property and possession of the goods in

guestion had passed in the U.S. (see p. 486).


http://ql.quicklaw.com/servlet/qlwbic.qlwbi?qlsid=C1XAotWVTnhWaAmb&qlcid=00003&qlvrb=hfind&REQUEST=FIND&CITE=73+C.P.R.+(3d)+321&submit.x=75&submit.y=8
http://ql.quicklaw.com/servlet/qlwbic.qlwbi?qlsid=C1XAotWVTnhWaAmb&qlcid=00003&qlvrb=hfind&REQUEST=FIND&CITE=%5b1997%5d+F.C.J.+No.+486+&submit.x=59&submit.y=10
http://ql.quicklaw.com/servlet/qlwbic.qlwbi?qlsid=C1XAotWVTnhWaAmb&qlcid=00003&qlvrb=QL002&UGET=Q0085876,CPR
http://ql.quicklaw.com/servlet/qlwbic.qlwbi?qlsid=C1XAotWVTnhWaAmb&qlcid=00003&qlvrb=hfind&REQUEST=FIND&CITE=73+C.P.R.+(3d)+321&submit.x=75&submit.y=8
http://ql.quicklaw.com/servlet/qlwbic.qlwbi?qlsid=C1XAotWVTnhWaAmb&qlcid=00003&qlvrb=hfind&REQUEST=FIND&CITE=%5b1997%5d+F.C.J.+No.+486+&submit.x=59&submit.y=10

2. Aany component oventiora thap & tegpactallyy dnade ror
especially adapted for use in the inventio
made or adapted and intending that such component will be combined outside
the United States in a mann®r that would i

The Court of Appeals for the Federal Circuit commented recently on this issue in NTP v.
Research-in-Motion."” RIM provided its famous BlackBerry service in the U.S. using a
server located in Canada. The issue concerned whether this was sufficient to avoid
infringement of the claims of the U.S. patent in suit. The Court concluded that there
was no infringement of method claims but that system claims were infringed on the
basis that the system was controlled and used in the U.S.

7.1.2.2. The U.K. perspective

In the U.K., the Court of Appeal ruled that a defendant had infringed a patent to a

computer gaming system even though its server was located outside the U.K.*® The
Courtodés conclusion was bas e datamts Acs BEt7twhiohn 60 ( 2
provides that it is an infringement to supply:

Aféin the United Kingdom a person other tha
person entitled to work the invention with any of the means,
relating to an essential element of the invention, for putting the
invention into effect when he knows, or it is obvious to a
reasonable person in the circumstances, that those means are
suitable for putting, and are intended to put, the invention into

effect in the United Kingdom. 0o
The key fact leading to the conclusion against the defendant was that it had distributed
CDs in the U.K. which would be wused by U.K.
server.
7.1.3. Who can sue?

The exclusive rights enumerated in section 42 of the Patent Actar e granted to
patentee and the patenteeéstéegaisrepepfiesedtats
for the time being entitled to the benefit of

An action for patent i nfringement may be bro
claiming undef the patenteeo.

35 U.8.C. 271(f).
17
418 F.3d 1282.
'8 Menashe Business Mercantile v. William Hill Organization, [2003] R.P.C. 31.
19 patent Act, section 2.

% patent Act, section 55(2).
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7.1.3.1. Patentee

The patentee must be made a party to any patent infringement action.?* Therefore, if a
patent infringement action is brought by a person claiming under the patentee, and the
patentee is not willing to be named as a co-plaintiff, then the patentee must be named
as adefendant*?* o r  fi-emicsaeu s edér Quehec law.?®

7.1.3.2. Licensee

A person claiming under the patentee is a person who derives his rights to use the
patented invention, at whatever degree, from the patentee.?* This includes exclusive
licensees® and non-exclusive licensees?® and may extend to customers who can be
considered sub-licensees.?’

Not all customers are sublicensees. The sale of a licensed article does not have the
automatic effect of constituting the purchaser a sublicensee and the fact that a third
party enjoys the rights of use and alienation are not alone indicative of the existence of
a sublicence (they can only be determinative when there has been no sale).?®

7.1.4. Who can be sued?

Any person who infringes a patent may be sued for patent infringement. This may
include any party in the chain of commerce of an infringing article, such as the
manufacturer, the distributor, the retailer, or the user.

7.1.4.1. Officers and Directors

Under normal circumstances, infringing activities by a company do not result in liability
for the officers and directors of the company. However, an officer or director of a
company may be held liable for infringing acts of the company under certain

I patent Act, section 55(3).
2 Pitney Bowes Inc. v. Yale Security (Canada) Inc. (1987), 29 C.P.R. (3d) 557 (F.C.A.) at p. 558.

% Le Bloc Vibre Quebec Inc. v. Les Entreprises Arsenault & Freres Inc and S.F. Vollverbundstein (1984),
76 C.P.R. (2d) 269 (F.C.T.D. per Walsh J.)

% Signalisation de Montréal Inc. v. Services de Béton Universels Ltée (1992), 46 C.P.R. (3d) 199 (F.C.A.)
at p. 210.

» Apotex Inc. v. Wellcome Foundation Ltd. (1998), 79 C.P.R. (3d) 193 (F.C.T.D.) at p. 300, var 6d 10
CPR.(4" 65 (F.C.A.),Mad&L)21 C.P.R. (4

* Armstrong Cork Canada Ltd. v. Domco Industries Ltd. (1982), 66 C.P.R. (2d) 46 (S.C.C.).

" signalisation de Montréal Inc. v. Services de Béton Universels Ltée (1992), 46 C.P.R. (3d) 199
(F.C.A).

% Elj Lilly & Co, v. Novopharm Ltd. [1998] 2S.C.R. 129 (S.C.C. per lacobucci J.) at paras. 70 & 71.
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circumstances. This may occur where the degree and kind of personal involvement of
the director or officer is such as to make the tortious act his own.?® There must be
circumstances from which it is reasonable to conclude that the purpose of the director or
officer was not the direction of the manufacturing and selling activity of the company in
the ordinary course of his relationship to it but the deliberate, wilful and knowing pursuit
of a course of conduct that was likely to constitute infringement or reflected an
indifference to the risk of it.*

7.2. ADi recto infringement

Section 42 of the Patent Actpr ovi des t hat mdsuveetheyatgntaetandntite figr a
patenteeobs | egal representatives for the ter
privilege and liberty of making, constructing and using the invention and selling it to

others to be usedo. | t stiofexclasivesrightsanayche pddeeld t h a't
the exclusive right to import the patented invention.

This section deals separately with the issues of (i) making and constructing; (ii) using;
(iii) selling; and (iv) importing.

7.2.1. Making and constructing

The manufacture of a patented product during the term of a patent is an infringement of
the patent.®

It is not an infringement to sell non-patented components which later find themselves

assembled into an infringing combination unless the vendor induced or procured the

assembly of the components.®> However, the manufacture of all of the components that

are | ater sufficiently assembled to test t he
patented invention for the purposes of section 42 of the Act.*®* This is the case even if

the components are then disassembled and exported for assembly and use abroad.

A patent licensee may infringe by engaging in activities that are outside the scope of the
licence. Where a licence agreement granted the licensee permission to manufacture
Acompl ete sound broadcast i madianpaenteand very kiftle s et s 0

# Mentmore Manufacturing Co. Ltd. v National Merchandise Manufacturing Co. Inc. (1978), 40 C.P.R.
(3d) 164 (F.C.A.) at 172.

% Mentmore Manufacturing Co. Ltd. v National Merchandise Manufacturing Co. Inc. (1978), 40 C.P.R.
(3d) 164 (F.C.A.) at 174. See also Halford v. Seed Hawk Inc. (2004), 31 C.P.R. (4”‘) 434 (F.C.) at p. 552-
6, varo6d on other poib®ts 2006 FCA 275 at para.

% Section 42 of the Patent Act; Mastini v. Bell Telephone Co. of Canada (1971), 1 C.P.R. (2d) 1 at 11-12,
8 D.L.R. (3d) 215 (Ex. Ct. per Jackett P.).

¥see discussion of Alnducement and procuremento in sec:

% Beloit Canada Ltd. v. Valmet-Dominion Inc. (1997), 73 C.P.R. (3d) 321 at p. 339, [1997] F.C.J. No. 486
at para. 48 (F.C.A. per Isaac C.J., Stone and Desjardins JJ.A.); varying (1993), 47 C.P.R. (3d) 448



http://ql.quicklaw.com/servlet/qlwbic.qlwbi?qlsid=C1XAotWVTnhWaAmb&qlcid=00003&qlvrb=hfind&REQUEST=FIND&CITE=1+C.P.R.+(2d)+1&submit.x=75&submit.y=15
http://ql.quicklaw.com/servlet/qlwbic.qlwbi?qlsid=C1XAotWVTnhWaAmb&qlcid=00003&qlvrb=hfind&REQUEST=FIND&CITE=73+C.P.R.+(3d)+321&submit.x=75&submit.y=8
http://ql.quicklaw.com/servlet/qlwbic.qlwbi?qlsid=C1XAotWVTnhWaAmb&qlcid=00003&qlvrb=hfind&REQUEST=FIND&CITE=%5b1997%5d+F.C.J.+No.+486+&submit.x=59&submit.y=10
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was done to imported receiver sets to complete them (only the final step in the
manufacturing occured in Canada), it could not be said that the product was
manufactured in Canada as permitted by the licence. The process of manufacture
includes the final step but is not confined to it.3*

Where a patent claims a product for a particular use,® it does not matter where that
product is to be used (inside Canada or in the United States or elsewhere), or even
whether it is ever used. Once the product is manufactured in Canada for that use, there
is infringement.3®

7.2.1.1. Patented process for obtaining a new product

Section 55.1 of the Patent Act states:

il n an act i ontoffapatentigranted formagreaess for
obtaining a new product, any product that is the same as the new
product shall, in the absence of proof to the contrary, be
considered to have been produced by the pat

Even in a case where a product cl ai m was defined as Asubst
contaminationo, the finew producto of a proces
the product itself, so that the presumption arose even in the absence of evidence that

defendant's product was substantially free of contamination.*’

The presumption also applies in proceedings under the Patented Medicines (Notice of
Compliance) Regulations, where a second person proposes to produce a drug in
respect of which the patent was granted for the medicinal ingredient itself when
prepared or produced by the methods or processes of manufacture particularly
described and claimed in the patent, or by their obvious chemical equivalents.®

3 Canadian Marconi Co. v. Nordmende Phoenix Ltd. (1962), 39 C.P.R. 185 at p. 200; 22 Fox Pat. C. 176
(Ex. Ct.), per Thorson, P.

®¥viz. Ala] polymeric film for usepiomntdé® manufacture of

% AlliedSignal Inc. v. Du Pont Canada Inc. (1993), 50 C.P.R. (3d) 1 at p. 19, [1993] F.C.J. No. 866 at
para. 43-44 (F.C.T.D. per Reed J.); reversed in part on other grounds (1995), 61 C.P.R. (3d) 417 at p.
443-444, [1995] F.C.J. No. 744 at para. 72-73 (F.C.A. per Desjardins J.A.); leave to appeal to S.C.C.
refused (1995), 63 C.P.R. (3d) v, 198 N.R. 160n.

3" Wellcome Foundation Ltd. v. Apotex (1995), 60 C.P.R. (3d) 135 at 153, [1995] F.C.J. No. 226 at paras.

40-41 (F.C.A. per Hugessen, Strayer and Decary JJ.A.); leave to appeal to S.C.C. refused (1995), 62

C.P.R. (3d) vi, 196 N.R. 77n. Former section 41(2) of the Patent Act, which governed in this case, was
slightly different. It provided as foll ows: Al n an a
relates to the production of a new substance, any substance of the same chemical composition and

constitution shall, in the absence of proof to the contrary, be deemed to have been produced by the
patented process. 0

% patented Medicines (Notice of Compliance) Regulations, SOR/93-133, s. 6(6), as amended. See also
Chapter 10 (PM(NOC) Proceedings).


http://ql.quicklaw.com/servlet/qlwbic.qlwbi?qlsid=C1XAotWVTnhWaAmb&qlcid=00003&qlvrb=hfind&REQUEST=FIND&CITE=39+C.P.R.+185&submit.x=78&submit.y=11
http://ql.quicklaw.com/servlet/qlwbic.qlwbi?qlsid=C1XAotWVTnhWaAmb&qlcid=00003&qlvrb=hfind&REQUEST=FIND&CITE=50+C.P.R.+(3d)+1&submit.x=68&submit.y=8
http://ql.quicklaw.com/servlet/qlwbic.qlwbi?qlsid=C1XAotWVTnhWaAmb&qlcid=00003&qlvrb=qlcmd&c=cs+FCJR+6566
http://ql.quicklaw.com/servlet/qlwbic.qlwbi?qlsid=C1XAotWVTnhWaAmb&qlcid=00003&qlvrb=hfind&REQUEST=FIND&CITE=61+C.P.R.+(3d)+417&submit.x=62&submit.y=10
http://ql.quicklaw.com/servlet/qlwbic.qlwbi?qlsid=C1XAotWVTnhWaAmb&qlcid=00003&qlvrb=qlcmd&c=cs+FCJR+9519
http://ql.quicklaw.com/servlet/qlwbic.qlwbi?qlsid=C1XAotWVTnhWaAmb&qlcid=00003&qlvrb=hfind&REQUEST=FIND&CITE=60+C.P.R.+(3d)+135&submit.x=65&submit.y=7
http://ql.quicklaw.com/servlet/qlwbic.qlwbi?qlsid=C1XAotWVTnhWaAmb&qlcid=00003&qlvrb=qlcmd&c=cs+FCJR+9021
http://laws.justice.gc.ca/en/p-4/sor-93-133/161377.html
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7.2.1.2. Repairs

Purchasers of patented articles have an implied license to have those articles repaired
where and by whom they choose, and may even procure entirely new parts without
infringing the patent.®® However, this implied license does not apply where the work
goes beyond repair and amounts to remanufacture of the patented article resulting in a
new merchantable article. Such remanufacture constitutes infringement of the
patenteeds exclusive right to dmaked or
Patent Act. One may prolong the life of a licensed article, but one must not make a new
one under the cover of repair.*

Whether work performed on a patented article constitutes repair or amounts to
remanufacture is a question of fact that will depend on the nature of the patented article
and the character of the work carried out upon it.** For example, it has been held that,
when a manufacturer takes the whole thing and sells what is a new tire with merely the
old wires in it, there has been no license to use those old wires for the purpose of
putting them into and making up precisely the same combination which is the subject of
the patent.*? In addition, a corporation's activities in destroying the resilient annulus of a
worn-out packer and molding a new annulus using steel inserts salvaged from one or
more such worn-out packers has been found to constitute infringing reconstruction and
not a repair of the patented packers sold by plaintiffs.*®

Providing parts, services and assistance (and by extension manufacture of parts) is not
infringement (unless there is inducement or procurement to infringe).**

Though not premised upon the same principle as discussed above concerning rules of
repair, the modification and resale of a licensed product is generally permitted. This

®Rucker Co. v. Gav e1985 7 C.RR. (3d)2942[1985hF.CLIt Nb.. 1031 (F.C.T.D.) at
p. 324, per Walsh J.; varied (with respect to costs) (1987), 14 C.P.R. (3d) 439 (F.C.T.D.).

“Rucker Co. v .niziGgltde(1985§ 7 .R.R. ¢3d) 294, [1985] F.C.J. No. 1031 (F.C.T.D.) at
p. 324, per Walsh J.; Solar Thomson & Engineering Co. Ltd et al. v. Barton, [1977] R.P.C. 537 (C.A.) at
p. 554, per Buckley, Orr and Goff L.J.; Sirdar Rubber Co. v. Wallington, Weston & Co. (1907), 24 R.P.C.
539 per Lord Halsbury at 543.

“"Rucker Co. v. Gav e1985 7 C.RR. ¢3d)2942[1985hF.CLIt Nb.. 1031 (F.C.T.D.) at
p. 324-5, per Walsh J.; Solar Thomson & Engineering Co. Ltd et al. v. Barton, [1977] R.P.C. 537 (C.A.) at
p. 554, per Buckley, Orr and Goff L.J.

“Rucker Co. Vv. Gav e1985 7 @.RR. ¢3d)R947[1985pF.CLIt Nb..1031 (F.C.T.D.) at
p. 325, per Walsh J.; Dunlop Pneumatic Tyre Co. Ltd. v. Neal (1899), 16 R.P.C. 247 at p. 250, per
North J.

“Rucker Co. v. Gav e1985 7 @.RR. ¢3d)R947[1985pF.CLIt Nb..1031 (F.C.T.D.) at
p. 325, per Walsh J.; Hydrill Co. v. Crossman Engineering, Inc. (1966), 152 U.S.P.Q. 171.

** Beloit Canada Ltd. v. Valmet-Dominion Inc. (1997), 73 C.P.R. (3d) 321 at p. 341, [1997] F.C.J. No. 486
(F.C.A)), per Isaac C.J., Stone and Desjardins JJ.A.; varying (1993), 47 C.P.R. (3d) 448. See also

(@}

di scussion of Al nducement and procuremento in Chapter
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right is premised on the inherent right of an owner of property to deal with that property
as he or she sees fit.*

While the immunity provided for in section 56 of the Patent Act (prior acquired goods)*®
is limited to the specific article, machine, manufacture or composition of matter in
guestion, and therefore does not include the right to replace such article, machine,
manuf?é:ture or composition of matter,*’ this limitation does not interfere with the right to
repair.

7.2.2. Using

As discussed in Chapter 7.1.1 above, a patent provides the exclusive right, among other
things, to use the invention.*

7.2.2.1. Monsanto decision

The Supreme Court of Canada recently di
Monsanto decision.® In that case, Monsanto sued Schmeiser, a farmer, for
infringement of a patent concerning herbicide-resistant canola. The claims in the patent
related to a gene to make the canola herbicide-resistant, as well as a cell containing the
gene.

By saving seed from canola plants that had survived spraying with herbicide, Schmeiser
produced a crop of over 1000 acres comprising over 95% patented canola. Based on
these facts, the Court ruled that Schmeiser knew or should have known that the crop
contained the patented cell or gene.>*

Schmeiser defended that he had not infringed the patent because he had not made,
constructed or used the patented cell or gene, or sold it to others to be used. He had

“* Eli Lilly and Co. v. Novopharm Ltd., [1998] S.C.J. No. 59, (1998), 80 C.P.R. (3d) 321 at p. 366-7, per
L 6 He u-Dubd Gonthier, Cory, McLachlin, lacobucci, Major and Bastarache JJ.; reversing (1996), 67
C.P.R. (3d) 377; reversing (1996), 66 C.P.R. (3d) 329; reversing (1995), 60 C.P.R. (3d) 181; affirming
(1995), 60 C.P.R. (3d) 206.

Sscusse

®See discussion of fAPrior acquired goodsod in section 7

*" Reeves Brothers Inc. v. Toronto Quilting & Embroidery Ltd. (1978), 43 C.P.R. (2d) 145 at p. 163-4,
[1979] 1 A.C.W.S. 79 (F.C.T.D.) per Gibson, J.

*® Diamond Shamrock Corporation v. Hooker Chemicals & Plastics Corp et. al. (1982), 66 C.P.R. (2d) 145
at p. 152-3, 15 A.C.W.S. (2d) 440 (F.C.T.D.), per Walsh J.

9 Section 42 of the Patent Act.
*® Monsanto Canada Inc. v. Schmeiser, [2004] 1 S.C.R. 902.

*! Monsanto Canada Inc. v. Schmeiser, [2004] 1 S.C.R. 902 at para. 67.
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simply gathered seeds from successful plants for planting the following year, a practice
he had followed for years.*?

The 5-4 majority of the Court was inclined to agree that Schmeiser did not make or
construct the patented cell or gene. The main area of debate was whether Schmeiser
had used the patented cell or gene.*®

Schmeiser argued that he had not infringed that patent because the claims concerned a
cell or gene, whereas he had cultivated the whole plant. The plant itself could not be,
and was not, patented.>® Schmeiser also argued that, because he had not sprayed
herbicide on the crop, he had not exploited the advantage of the invention and thus had
not used it.*°

The Court offeredt he f ol l owing | ist of propositions coc
i t s Fr enc hexploitern)s | tlant dPetemt Aéth e

1. AUs e expoiterofi i n their ordinary dictionary
with a view to production or advantage.

2. The basi ¢ principle in determining whether
patented invention is whether the inventor has been deprived, in whole or in part,

directly or indirectly, of the full enjoyment of the monopoly conferred by the

patent.

3. If there is a commercial benefit to be derived from the invention, it belongs
to the patent holder.

4. It is no bar to a finding of infringement that the patented object or process

is a part of or composes a broader unpatented structure or process, provided the

patented inventioni s signi ficant or i mportant to t
involve the unpatented structure.

5. Possession of a patented object or an object incorporating a patented
feature may constit ut e-bylouissarancealility andthusob | ect
constitute infringement.

6. Possession, at least in commercial circumstances, raises a rebuttable
presumption of HAuseo.

*2 Monsanto Canada Inc. v. Schmeiser, [2004] 1 S.C.R. 902 at para. 60.
*% Monsanto Canada Inc. v. Schmeiser, [2004] 1 S.C.R. 902 at para. 26.
** Monsanto Canada Inc. v. Schmeiser, [2004] 1 S.C.R. 902 at para. 76.

°> Monsanto Canada Inc. v. Schmeiser, [2004] 1 S.C.R. 902 at para. 81.
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7. While intention is generally irrelevant to determining whether there has

been Auseo and hence infringementorgamnhe

any advantage from the invention may be relevant to rebutting the presumption
of use raised by possession.>®

The majority of the Court dismissed the first non-infringement defence (that Schmeiser
cultivated the plant, not the patented cell or gene contained therein), stating as follows:

abs

AProvided the patented invention is a signifi

def endant wi | | be hel d to have fused?o

Infringement does not require use of the geneorc e | | in®isolation.

With regard to the second non-infringement argument (that Schmeiser had not sprayed
herbicide on his crop and thus had not exploited the invention), the majority of the Court
ruled that the argument failed to take into account the stand-by or insurance utility of the
properties of the patented genes or cells. Schmeiser benefited from the invention by
virtue of the fact that he could have sprayed herbicide if the need had arisen. He did
not provide sufficient evidence to rebut the presumption of use that arose from his
possession of the crop containing the patented genes and cells.*®

In discussing the presumption that possession constitutes use, the majority noted the

0

t

h e

gener al rul e that the defendan tobisfringementeht i on

The maj ority al so discussed exampl es [

n

wh i

constitute exploitati-oy wtfi Itihtey.i nvAenftiinea desXx tsit

provide the means for extinguishment should the need arise.®® This is so even if there

is never a fire to be extinguished. Patented

they were never used to pumg) water in British waters, because there was an intention
to use them if the need arose.”

7.2.2.2. Use in an unintended manner

While the general rule is that intention is irrelevant to the issue of infringement, if a
device would infringe if used in a manner no consumer would knowingly use, it is not an

*® Monsanto Canada Inc. v. Schmeiser, [2004] 1 S.C.R. 902 at para. 58.

*" Monsanto Canada Inc. v. Schmeiser, [2004] 1 S.C.R. 902 at para. 80.

*® Monsanto Canada Inc. v. Schmeiser, [2004] 1 S.C.R. 902 at paras. 84, 86.

% Monsanto Canada Inc. v. Schmeiser, [2004] 1 S.C.R. 902 at para. 49; Computalog Ltd. v. Comtech
Logging Ltd. (1992), 44 C.P.R. (3d) 77 at p. 88 (F.C.A.), reversing 32 C.P.R. (3d) 289; Stead v. Anderson
(1847), 4 C.B. 806, 136 E.R. 724 (C.P.) at p. 736.

® Monsanto Canada Inc. v. Schmeiser, [2004] 1 S.C.R. 902 at para. 47.

%' Monsanto Canada Inc. v. Schmeiser, [2004] 1 S.C.R. 902 at para. 51; Adair v. Young (1879), 12 Ch. D.
13 (C.A).
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infringement to sell such a device.®® In this respect, it is relevant to inquire into the
intended use of a device.

If directions provided by the manufacturer as to the manner in which a device is to be
used result in no infringement and there is no ground for holding that such directions are
colourable or given in the expectation that they will be disregarded, then there is no
inducement of infringement of the invention, even if there is evidence that some
workmen do not follow those directions and actually use the device in an infringing
manner.®?

7.2.2.3. Use of a product of a patented process or machine

It is an infringement of a patent to use (or sell) a product made according to a patented
process or using a patented machine.®*

This issue may be of practical importance where the patentee has no claim to the
product itself and (i) the patentee seeks relief against a user or a seller of the product
who was not the manufacturer and who, therefore, never used the patented process or
machine; or (ii) the product has been manufactured abroad (where there may be no
patent) and imported into Canada. This second issue is dealt with in Chapter 7.2.4
below (Importation).

7.2.3. Selling

As discussed in Chapter 7.1.1 above, t h e patentee and t he p a
representatives have the exclusive right to sell the invention to others.®® Prior to

October 1, 1989, section 42 of the Patent Act defined this exclusive right by the word

Avendi ngd rather than dAsellingo. However, t
these two words have the same meaning.®®

%2 |llinois Tool Works Inc. v. Cobra Fixations Cie (2002), 20 C.P.R. (4”‘) 402 (F.C.T.D.), per Pelletier J., at
paras. 78, 81; varied (with respect to costs) (2003), 29 C.P.R. (4”‘) 417 (F.C.A)).

% National Electric Products Corporation v. Industrial Electric Products Ltd., [1940] S.C.R. 406, per Duff
C.J., at p. 409, affirming [1939] Ex. C.R. 282, per Maclean J., at p. 286-7; lllinois Tool Works Inc. v. Cobra
Fixations Cie (2002), 20 C.P.R. (4™) 402 (F.C.T.D.), per Pelletier J., at paras. 77; varied (with respect to
costs) (2003), 29 C.P.R. (4™) 417 (F.C.A)).

® Reeves Brothers Inc. v. Toronto Quilting & Embroidery (1978), 43 C.P.R. (2d) 145 (F.C.T.D.), per

Gibson J., at p. 162-3; American Cyanamid Co. v. Charles E. Frosst & Co. (1965), 47 C.P.R. 215 (Ex.

C.R.), per Noel J., at p. 232, and Rhone-Poulenc S.A. v. Micro Chemicals Ltd. (1964), 44 C.P.R 193 (Ex.

C.R.), per NoelJ., at p.20 1, affoéod (1964), 53 C. P. R. 140 (S.cC.cC.),
Noel J. citing Hoffmann-LaRoche & Co. v. Canada (Commissioner of Patents), [1955] S.C.R. 414.

% Section 42 of the Patent Act.

% Domco Industries Ltd. v. Mannington Mills, Inc. (1990), 29 C.P.R. (3d) 481 (F.C.A.) at p. 490.
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One who purchases a patented device from the patentee or a licensee may use and sell
the device subject only to any valid restrictions that may have been accepted by the
purchaser.®’

As discussed in Chapter 7.1.4 above, any party in the chain of commerce who sells the
infringing device without authority may be liable for infringement, including the
manufacturer, distributor and retailer.

As discussed in Chapter 7.1.2 above, where delivery or possession of allegedly
infringing goods takes place outside of Canada, but no contract for sale of the goods
has taken place in Canada, there is no infringement by selling the invention.®® This is
the case even if promotional activities and offers for sale take place in Canada.

It is not clear whether it is an infringement of a Canadian patent to conclude a contract
in Canada for the sale abroad of goods that would infringe if in Canada.®®

A fApaper offero without possession in Canada
infringer does not amount to selling, but possession of an infringing article,
accompanied by exposure for sale, even without proof of actual sale, is actionable
infringement.”® Though an offer for sale may not be infringement, it may be a threat of
infringement justifying a quia timet injunction.”*

o7 Eli Lilly & Co. v. Apotex Inc. (1996), 66 C.P.R. (3d) 329 (F.C.A.), per Pratte J.A., at p. 343; David Vaver,
Intellectual Property Law (Concord: Irwin, 1997) at 152.

% Domco Industries Ltd. v. Mannington Mills, Inc. (1990), 29 C.P.R. (3d) 481 (F.C.A.) at p. 496. See also
footnote 15 above.

% Domco Industries Ltd. v. Mannington Mills, Inc. (1990), 29 C.P.R. (3d) 481 (F.C.A)) at p. 495. At

p. 493-4, the Court discussed the decision in Badische Anilin & Soda Fabrik v. Hickson (1906), 23 R.P.C.

433 in which the House of Lords ruled that it was not an infringement of a U.K. patent to enter into a

contract in the U.K. for the sale of goods outside the U.K. that would infringe the U.K. patent.

lacobucciC . J . agreed in principle stating, for the Court,
Hickson should not be followed in the case at bar. The emphasis by the House of Lords on the fact that

the goods were located abroad when delivery to or possession by the purported infringer took place is

clearly relevant in determining what consrtretreatledes vend
somewhat from its initial agreement with the House of Lords after noting the factual distinction in Domco

that the defendant Mannington had engaged in far more domestic sales and promotional activity than was

present in the U.K. case. lacobucciC. J. wr ot e: A need not deal with that
perhaps attach somewhat greater importance to contracts of sale being made in the jurisdiction than did
the House of Lords in the authorities cited to us. o

© bomco Industries Ltd. v. Mannington Mills, Inc. (1990), 29 C.P.R. (3d) 481 (F.C.A.) at p. 495, citing two
U.K. Court of Appeal decisions: No-Fume Ltd. v. Frank Pitchford & Co. (1935), 52 R.P.C. 231; British
Motor Syndicate Ld. V. J. Taylor & Sons Ld. (1890), 7 R.P.C. 723.

™ Domco Industries Ltd. v. Mannington Mills, Inc. (1990), 29 C.P.R. (3d) 481 (F.C.A.) at p. 495 and
endnote 12, citing No-Fume Ltd. v. Frank Pitchford & Co. (1935), 52 R.P.C. 231 at p. 252.
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7.2.4. Importation

C a n a dPaténg Act does not provide explicitly that the exclusive rights associated with
a patent include importation. Nevertheless, it is generally accepted that importation of
an infringing article constitutes infringement.”

The Federal Court of Appeal has noted that the right to import, by itself, is not within the
exclusive rights conferred by a Canadian patent. Importation may be evidence of an
intent or a threat to infringe by using or selling but, by itself, it is not infringement.”

Based on this, and consi der i niondarioeto tieeffecte me Co

that possession of a patented invention creates a presumption (but a rebuttable
presumption) that there is an intent to use the invention (and thus infringe the patent),”
it is arguable that importation simply creates a rebuttable presumption that it is with
intent to infringe, for example by use or sale. Importation for a permissible purpose, e.g.
private experiment or research, is presumably lawful.”

Query whether importation of a patented article for the purpose of subsequent export is
permissible on the basis that no act of infringement (manufacture, use or sale) ever
takes place in Canada. Although it has been argued and suggested that the export of
an infringing product for use abroad is an infringement, there appears to be little
authority for this view."®

7.2.4.1. Product made abroad by patented process

It is an infringement of a patent to import a product made abroad according to a
patented process.”” This follows from the general prohibition against importation and

2 Wellcome Foundation Ltd. v. Apotex Inc. (1990), 32 C.P.R. (3d) 350 (F.C.T.D.), per Muldoon J., at
p. 352; Toronto Auer Light Co. v. Colling (1899), 31 O.R. 18 (C.A.) at p. 25-6; Von Heyden v. Neustadt

(1880), 14 Ch. D. 230 atp.2 3 3 ; J. Leger, APat ent I nf r i Patprd baev oft :

Canada, G.F. Henderson ed., (Scarborough: Carswell, 1994) at 252; H.G. Fox, The Canadian Law and
Practice Relating to Letters Patent for Inventions, 4" ed., (Toronto: Carswell, 1969) at 391-2.

"8 Lido Industrial Products Ltd. v. Teledyne Industries Inc. (1981), 57 C.P.R. (2d) 29 (F.C.A.) at p. 38.
“See discuMossanod ecfi sfiond, Chapter 7.2.2.1 above.
® David Vaver, Intellectual Property Law (Concord: Irwin, 1997) at 153.

® Roger T. Hughes, Hughes & Woodley on Patents, 2" ed., (Markham: LexisNexis Canada, 2005),
section 38, footnote 68.

" Elmslie v. Boursier (1869), L.R. 9 Eq. 217 at p. 222; Von Heyden v. Neustadt (1880), 14 Ch.D. 230
(C.A) at p.232-3; Auer Incandescent Light Mfg. Co. v. O'Brien (1897), 5 Ex.C.R. 243 at p. 292;
Saccharin Corp. v. Anglo-Continental Chemical Works Ltd. (1900), 17 R.P.C. 307 at p. 319; Hoffman-La
Roche & Co. Ltd. v. Commissioner of Patents (1955), 23 C.P.R. 1 (S.C.C.) at p. 3; Rhone-Poulenc S.A. v.
Micro-Chemicals Ltd. (1964), 44 C.P.R. 193 (Ex. Ct.) at p. 205, affirmed without comment on this point,
(1964), 53 C.P.R. 140 (S.C.C.); Union Carbide Canada Ltd. v. Trans-Canadian Feeds Ltd. (1965), 49
C.P.R. 7 (Ex. Ct.) at p. 13-4; American Cyanamid Co. v. Charles E. Frosst & Co. (1965), 47 C.P.R. 215
(Ex. Ct.) at p. 232-3; Société Rhone-Poulenc v. Jules R. Gilbert Ltd. (1968), 55 C.P.R. 207 (Ex. Ct.) at
p. 257, affimed by S.C.C. at p. 261 without comment on this point; Farbwerke Hoechst AG. v.

Back
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that it is an infringement of a patent to use or sell a product made according to a
patented process.”®

The onus of proof at common law shifts to the defendant to show that the foreign
supplier does not use the plaintiff's patented process because, of the two parties
involved, the defendant is the only one having special knowledge of the process at
issue’® or having any real opportunity of determining the actual foreign process being
employed.®® This shift in onus flows from a common law principle that when the subject-
matter of an allegation lies particularly within the knowledge of one the parties, that
party must prove it, where it be of an affirmative or negative character.®® The onus does
not shift in PM(NOC) proceedings which are applications, not actions for infringement.®

7.2.4.2. Product made abroad by patented machine

Although there appears to be no Canadian case which explicitly so holds, it would seem
to follow from the same reasoning as used in respect of process patents, that it would
also be considered an infringement of a Canadian patent to import into Canada a
product manufactured abroad by a machine patented in Canada. This is clearly the
case in the U.K.%

7.2.4.3. Intermediate made abroad by patented process or machine

The principle discussed in Chapter 7.2.4.1 and 7.2.4.2 above (that it is an infringement
of a Canadian patent for a process or a machine to import into Canada a product made
using the patented process or machine) is limited by the Saccharin doctrine.®* This

Halocarbon (Ontario) Ltd. (1974), 15 C.P.R. (2d) 105 (F.C.T.D.) at p. 110; Reeves Brothers Inc. v.
Toronto Quilting & Embroidery Ltd. (1978), 43 C.P.R. (2d) 145 (F.C.T.D.) at p. 162-3; Wellcome
Foundation Ltd. v. Apotex Inc. (1990), 32 C.P.R. (3d) 350 (F.C.T.D.) at p. 352; Wellcome Foundation Ltd.
v. Apotex Inc. (1991), 39 C.P.R. (3d) 289 (F.C.T.D.) at p. 314-5.

“See discussion of AUse of a product of a patented pr o
" Eli Lilly & Co. v. Apotex Inc. 2003 FC 978, 28 C.P.R. (4th) 509, 238 F.T.R. 261, [2004] 1 F.C.R. 360.

% Hoffman-La Roche v. Apotex (1983), 71 C.P.R. (2d) 20 at 25 (F.C.T.D. per Walsh J.), affd (1984), 1
C.P.R. (3d) 507 (F.C.A)

8 Ppleet v. Canadian Northern Quebec R.W. Co. (1921), 50 O.L.R. 223, 64 D.L.R. 316, 26 C.R.C. 227
(Ont. C.A)); affirmed [1923] 4 D.L.R. 1112, 26 C.R.C. 238 (S.C.C.), and Toronto Auer Light Co., Ltd. et al
v. Colling (1898), 31 O.R. 18 (Div. Ct.)

# pharmacia Inc. v. Canada (Minister of National Health & Welfare), 60 C.P.R. (3d) 328 at para 28, 92
F.T.R. 253 (F.C.T.D. per Wetson, J.)

8 Wilderman v. F.W. Berk & Co. Ltd. (1924), 42 R.P.C. 79.

# First enunciated in Saccharin Corp. v. Anglo-Continental Chemical Works Ltd. (1900), 17 R.P.C. 307 at
p. 319 and later developed in Wilderman v. F.W. Berk & Co. Ltd. (1924), 42 R.P.C. 79 at p. 87-8, this
doctrine has been applied in Canada in American Cyanamid Co. v. Charles E. Frosst & Co. (1965), 47
C.P.R. 215 (Ex. Ct.) at p. 232; and Wellcome Foundation Ltd. v. Apotex Inc. (1991), 39 C.P.R. (3d) 289
(F.C.T.D.) at p. 313-5.
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doctrine deals with the situation where the patented product is an intermediate which is
then used in the production of the imported product. The Saccharin doctrine provides
that, in such circumstances, the importation will nevertheless be an infringement if the
patented process is of some importance and not merely incidental to the imported
product.

The patentee has the burden of proving the importance of the patented process or
machine to the imported product; in the absence of evidence on this point, infringement
is not proved.®

7.3. "Indirect Infringement" - Inducement and
Procurement

7.3.1.1. Overview

Someti mes it I's not i n a peapleenmaking orwsing rthé

patented combination or method ( it h e di r ect instarfce, ithe glieect
infringers might be the patentee6s cust omers or may [efGciently
In such circumstances, the patent owner will attempt to stop the person or persons who
are supplying components to the direct infringer or who are inducing or procuring the
direct infringer to use the infringing method.

One such combination invention was explained in the Burt Business Forms case:

a. .. it owi |l at once becomeewmpparent
the pad as described in the specification and that the only claim of
novelty consisted in the so-called combination of elements, every
one of which was old and every one of which had been designed
and used for a purpose which ®vas ol d

It is important to determine at the outset whether the plaintiff has patent rights in respect
of the components themselves.®” If the patent claims a component of a combination,
then the patent is infringed by the manufacture and sale of that component.®® The mere
making, using or vending of the components of a combination patent which afterwards
enter into a combination is not prohibited by a patent on the combination.®°

% Wilderman v. F.W. Berk & Co. Ltd. (1924), 42 R.P.C. 79 at p. 87-8.

% Burt Business Forms Ltd. v. Autographic Register Systems Ltd. (1933) S.C.R. 230; (1933) 2 D.L.R. 449
(S.C.C. per Rinfret J.) at pp. 236-237.

8 Slater Steel Industries Ltd. et al. v. R. Payer Ltd. et al., (1968), 55 C.P.R. 61 (Ex.. Ct. per Jackett P.) at
p. 65.

 Goucher v. Clayton (1865), 11 Jur. N.S. 462 as published in 147 R.R. 816, Gillette v. Mailman (1932)
Ex. C.R. 54.

% Townsend v. Haworth (1875) as reported in (1879), 48 L.J. Ch. 770n (C.A.).per Jessel, M.R. at pp. 771
& 773, Dunlop v. Moseley (1904) 1 Ch. 164, (1904) 21 R.P.C. 274 per Vaughan Williams, L.J. at p. 278 &

t hat

and


http://ql.quicklaw.com/servlet/qlwbic.qlwbi?qlsid=C2VUocWfTFhZaKxk&qlcid=00002&qlvrb=QL002&UGET=Q0183649,CPR%20
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The general rule is that it is not an infringement of a patent to sell an article which does
not itself infringe the patent even when the vendor knows that the purchaser buys the
article for the purpose of using it in the infringement of the patent.®

There are only two exceptions to that rule, namely, that there is infringement, if:>*

(a) the vendor, alone® or in association with another person,®® sells all the

components of the invention to a purchaser in order that they be assembled by
him; or

(b) the vendor, knowingly and for his own ends and benefit, induces or procures
the purchaser to infringe the patent.**

Likewise, with respect to method claims, it is an infringement to induce or procure an
unlicensed party to use the patented method.

Cases refer t o such conduct as Ai nducing (o
infringemento and somet i nbeust oy i tn€°rFormite me et o
purpose of this chapter, the term Aindirect i

The general rule that applies to both forms of indirect infringement requires the following
elements:

1. a third party has made, used or sold an embodiment of the invention without a
licence from the patent owner or threatens to do so (In other words, there has
been fAdirecto infringement®of the patent o

280 and Stirling L.J. at p. 281; Burt Business Forms Ltd. v. Autographic Register Systems Ltd. (1933)
S.C.R. 230; (1933) 2 D.L.R. 449 (S.C.C. per Rinfret J.) at p. 461-462.

% valmet Oy v. Beloit Canada Ltd. (1988), 20 C.P.R. (3d) 1 (F.C.A. per Pratte, Marceau and MacGuigan
JJ.) at p. 14; Burt Business Forms Ltd. v. Autographic Register Systems Ltd. (1933) S.C.R. 230 (S.C.C.
per Rinfret J.) at p. 241; (1933) 2 D.L.R. 449; Townsend v. Haworth [(1875) 48 L.J. Ch. 770]; The Dunlop
Pneumatic Tyre Co. Limited v. David Moseley & Sons, Ltd. [1904] 1 Ch. Div. 164, (1904), 21 R.P.C. 274
per Vaughan Williams, L.J. at p. 278, confirmed on appeal [1904] 1 Ch. Div. 612.

1 valmet Oy v. Beloit Canada Ltd. (1988), 20 C.P.R. (3d) 1 (F.C.A. per Pratte, Marceau and MacGuigan
JJ.) at p. 14.

9 Windsurfing Int'l Inc. v. Trilantic Corp. (1985), 8 C.P.R. (3d) 241

% Incandescent Gas Light Co. Ltd. v. New Incandescent Mantle Co. (1898), 15 R.P.C. 81.

% Slater Steel Industries Ltd. v. R. Payer Co. Ltd. et al. (1968), 55 C.P.R. 61, 38 Fox Pat. C. 139.
®HContributory Dbtrecagiizedyas m eanse of adtien under Canadian patent law. The

term Acontributing toodo was s Faureciadutomotivenseating Sdnadha etdnent o f

v. Lear Corporation Canada Ltd., (2004), 35 C.P.R. (4th) 322 ( F. C. T. D. per O6Keefe J.)
50 as it disclosed no cause of action.
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2. the defendant caused the direct infringer to make, use or sell the embodiment of
the invention. Without such influence, infringement would not otherwise take
place;”’

Ailn order to induce orinfringe@palente anot h

one must do something that leads that other person to infringe the

patent. If one does nothing,ther e cannot be afy induc
3. the defendant knew such influence on the direct infringer would result in the

infringing actions by the direct infringer.*

ABut | think it i s vendd hirhsklfeaskeand c as e
invites the purchaser to use the article so as to infringe
somebodyds patent, and | t hink, as a

did invite the persons who bought this article of commerce,
powdered zinc from him, and hereby led them to infringe this
patent at the time that he was selling the powdered zinc to them.
That | think, is a vid®ation of the

7.3.2. Characterization of the cause of action

The courts have rationalized why indirect infringement is infringement on several
different bases:

1. The direct infringer was a party to the infringement by the direct
infringer.***

The inducement or procurement of direct infringement must be done by such acts as
would constitute the defendant/supplier a party to the direct infringement.'® The
question appears to be one of degree: was the influence of a sufficient level?'%

% Warner-Lambert Co. v. Wilkinson Sword Canada Inc. (1988), 19 C.P.R. (3d) 402 (F.C.T.D. per Jerome
A.C.J.) at p. 407; quoted with approval in Dableh v. Ontario Hydro (1996), 68 C.P.R. (3d) 129 (F.C.A. per
Strayer, Linden and Robertson JJ.A.) at pp. 148-149; leave to appeal refused [1996] S.C.C.A. No. 441.

9" Warner-Lambert Co. v. Wilkinson Sword Canada Inc. (1988), 19 C.P.R. (3d) 402 (F.C.T.D. per Jerome
A.C.J.) at p. 407; quoted with approval in Dableh v. Ontario Hydro (1996), 68 C.P.R. (3d) 129 (F.C.A. per
Strayer, Linden and Robertson JJ.A.) at p. 149; leave to appeal refused [1996] S.C.C.A. No. 441.

% valmet Oy v. Beloit Canada Ltee et al. (1988), 20 C.P.R. (3d) 1 (F.C.A. per Pratte J.) at p. 15.

% Warner-Lambert Co. v. Wilkinson Sword Canada Inc. (1988), 19 C.P.R. (3d) 402 (F.C.T.D. per Jerome
A.C.J.) at p. 407; quoted with approval in Dableh v. Ontario Hydro (1996), 68 C.P.R. (3d) 129 (F.C.A. per
Strayer, Linden and Robertson JJ.A.) at p. 149; leave to appeal refused [1996] S.C.C.A. No. 441.

1% |nnes v. Short & Beal (1898), 15 R.P.C. 449 (High Court of Justice, Q. B. Div.). Bigham J. at p. 452.
1% Townsend v. Haworth (1875) as reported in (1879), 48 L.J. Ch. 770n (C.A.).per Mellish, L.J. at p. 771

and as viewed by Vaughan Williams, L.J. in Dunlop v. Moseley (1904) 1 Ch. 164, (1904) 21 R.P.C. 274 at
p. 279 and McLean, J. in Gillette v. Mailman (1932) Ex. C.R. 54 at p. 62
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